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4) ^ Claim(s) 1,2,4,6,8-14 and 16 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-2, 4, 6, 8, 12-14, 16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ichiroku et al. (US 2002/0022681 A1). 

Respect to claims 1-2, 12-13, Ichiroku discloses a composition consisting 
essentially of: 

epoxy resin selected from the group consisting of bisphenol A epoxy resin, 
bisphenol F epoxy resin, cycloaliphatic epoxy resin (i.e. cyclopentadine epoxy resin) 
(See paragraph 0015). ; 

a curing agent selected from acid anhydrides (paragraph 0019); 

a promoter (i.e. mixture of curing accelerator and component C and D and/or 
mixture thereof in Ichiroku's reference) 

wherein the molar ratio of the curing agent per mole of epoxy group is from 0.5 to 
1 .5, preferably from 0.8 to 1 .3 (paragraph 0021). Base on this information, the ratio of 
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epoxy to the curing agent can be calculated to have a range from 0.667 to 2, preferably 
from 0.77 to 1 .25 (i.e. reciprocal value of 1 .5 to 0.5 and reciprocal value of 1 .3 to 0.8; 
overlapping applicant's range). 

Respect to claims 4, 12-13, Ichiroku discloses the selected from consisting of 
cycloaliphatic epoxy resin (i.e. cyclopentadine epoxy resin) (See paragraph 0015). 
Respect to claims 6, 14 Ichiroku discloses the acid anhydride is selected from the group 
consisting of hexahydrophthalic anhydride, methyl hexahydrophthalic anhydride 
(paragraph 0019) 

Respect to claim 8, 16, Ichiroku discloses the promoter comprises the salts, 
quaternaries and imidazolates of 1 ,8-diazabicyclo[5,4,0] -undec-7-ene, and a mixture 
thereof (paragraph 0022-0023). 

3. Claims 1-2, 4, 6, 8, 12-14, 16 are rejected under 35 U.S.C. 102(b) as being 

anticipated by Wada et al. (US 5,145,889). 

Respect to claims 1-2, 12-13, Wada discloses a composition comprising: 

100 part epoxy resin selected from the group consisting of bisphenol type epoxy 

resin, cycloaliphatic epoxy resin (abstract, col. 3 lines 60-65); 

70-140 curing agent selected from acid anhydride (abstract); 

promoter (i.e. mixture of curing accelerator and thiophosphate) (see abstract) 

Base on this information, the ratio of epoxy to the curing agent can be calculated 

to have a range from 0.714 to 1.428 (i.e. 100/140 = 0.714 and 100/70 = 1.428; 

overlapping applicant's range). Further, in Figure 4, Wade discloses the ratio of curing 

agent/epoxy range from 0.7 to 1 .3 including data point at 1 (read on applicant's range). 
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Respect to claims 4, 12-13, Wada discloses the epoxy resin selected from the 
group consisting of bisphenol type epoxy resin, cycloaliphatic epoxy resin (col. 3 lines 
60-65). Respect to claims 6, 14 Wada discloses the acid anhydride is selected from the 
group consisting of succinic anhydride, hexahydrophthalic anhydride, methyl 
hexahydrophthalic anhydride (col. 4 lines 5-15). 

Respect to claim 8, 16, Wada discloses the composition promoter is selected 
from the quaternary ammonium salts (i.e. tetraethyl ammonium chloride ortetraethyl 
ammonium bromide), 1 ,8-diazabicyclo[5,4,0] -undec-ene, and a mixture thereof (col. 4 
lines 50-61, col. 14 line 1-5). 

4. Claims 1-2, 4, 6, 8, 12-14, 16 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Sumita (US 2002/0077421 A1), hereinafter refer as Sumita ('421). 

Respect to claims 1-2, 12-13, Sumita ('421) discloses a composition comprising: 

(a) epoxy resin selected from the group consisting of bisphenol A epoxy resin, 
bisphenol F epoxy resin, cycloaliphatic epoxy resin (i.e. cyclopentadine epoxy resin) 
(See paragraph 0009; 

(b) a curing agent selected from acid anhydrides (paragraph 0014-0015); 
wherein the molar ratio of the curing agent per mole of epoxy group is from 0.5 to 

1 .5, preferably from 0.8 to 1 .2 (paragraph 0017). Base on this information, the ratio of 
epoxy to the curing agent can be calculated to be from 0.667 to 2, preferably from 0.833 
to 1 .25 (i.e. reciprocal value of 1 .5 to 0.5 and reciprocal value of 1 .2 to 0.8; overlapping 
applicant's range). 
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Respect to claims 4, 12-13, Sumita ('421) discloses the epoxy resin is selected 
from the group consisting of cycloaliphatic epoxy resin (i.e. cyclopentadine epoxy resin) 
(See paragraph 0009). Respect to claims 6, 14 Sumita ('421) discloses the acid 
anhydride is selected from the group consisting of hexahydrophthalic anhydride, methyl 
hexahydrophthalic anhydride (paragraph 015). 

Respect to claim 8, 16, Sumita ('421 ) discloses the composition further 
comprises a promoter selected from the imidazolates and salt of 1 ,8-diazabicyclo[5,4,0] 
-undec-7-ene, and a mixture thereof (paragraph 0022-0023). 
5. Claims 1-2, 4, 6, 8, 12-14, 16 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Sumita (US 2002/0089071 A1), hereafter refer as Sumita ('071). 

Respect to claims 1-2, 12-13 Sumita ('071) discloses a composition comprising: 

(a) epoxy resin selected from the group consisting of bisphenol A epoxy resin, 
bisphenol F epoxy resin, cycloaliphatic epoxy resin (i.e. cyclopentadine epoxy resin) 
(See paragraph 0014); 

(b) a curing agent selected from acid anhydrides (paragraph 0019, abstract); 
wherein the molar ratio of the curing agent per mole of epoxy group is from 0.5 to 

1 .5, preferably from 0.8 to 1 .2 (paragraph 0021 ). Base on this information, the ratio of 
epoxy to the curing agent can be calculated to be from 0.667 to 2, preferably from 0.833 
to 1 .25 (i.e. reciprocal value of 1 .5 to 0.5 and reciprocal value of 1 .2 to 0.8; overlapping 
applicant's range). 

Respect to claims 4, 12-13, Sumita ('071) discloses the epoxy resin is selected 
from the group consisting of cycloaliphatic epoxy resin (i.e. cyclopentadine epoxy resin) 
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(See paragraph 0014). Respect to claims 6, 14Sumita ('071) discloses the acid 
anhydride is selected from the group consisting of hexahydrophthalic anhydride, methyl 
hexahydrophthalic anhydride (paragraph 0019). 

Respect to claim 8, 16, Sumita ('071 ) discloses the composition further 
comprises a promoter selected from imidazolates and salts of 1 ,8-diazabicyclo[5,4,0] - 
undec-7-ene, and a mixture thereof (paragraph 0026-0027). 

Response to Arguments 
6. The applicant's amendment along with the remark in page 8-9 is sufficient to 
overcome the examiner's previous ground of rejection under 35 USC 112, 2 nd 
paragraph. 

Respect to previous ground of rejection under 35 USC 102(b) rejection as 
anticipated by Ichiroku the applicants state " Ichiroku also teaches that the epoxy resin 
composition also includes a foam suppressing composition comprising an oil compound 
consisting of a hydrophobic organopolysiloxane of general formula I R1 a SiO( 4 -a)/2- 
According to applicant's "The foam suppressing composition is thereby excluded from 
the composition of the present invention by the use of the term "consisting essentially 
of, as the addition of the hydrophobic organopolysiloxane silicon and hydrophilic 
polyoxyalkylene modified silicone oil of Ichioroku in the present composition affects the 
novel and basic characteristics of the composition of the present invention". The 
examiner disagrees. First, the examiner clearly recognizes that Ichiroku teaches to use 
the foam suppressing component. However, it is noted in claim 1 , the applicants do not 
disclose the chemical formula or chemical name of the promoter component. 
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Therefore, the examiner will interprets the foam suppression component is part of the 
promoter mixture. Further, it is noted in claim 8, the applicants recites "said promoter is 
selected from quaternary ammonium salts, imidazoles, and salts of 1,8- 
diazabicyclo[5,4,0]-undec-7-ene, and a mixture thereof. Again, it is noted that 
applicants does not use the Markush language (i.e. "selected from the group consisting 
of) for the promoter. Thus, the examiner interprets claim 8 is inclusive or open-end and 
does not exclude additional, unrecited elements for the promoter. Thus, the examiner 
certainly can interprets the mixture of foam suppression and the salts, quaternaries and 
imidazolates of 1,8-diazabicyclo[5,4,0] -undec-7-ene in Ichiroku reference is a part of 
the promoter component. Thus, the examiner still maintains the previous ground of 
rejections. 

Respect to previous ground of rejection under 35 USC 102(b) rejection as 
anticipated by Wada the applicants state "Wada disclose that this silane coupling agent 
and the phosphorous triphosphite are essential components of Wada and imparts 
properties that distinguishes it from other epoxy resin compositions. The presence of 
these additional ingredients in the present composition affects the basic and novel 
properties of the present composition and are thus the additional ingredients excluded 
from the present invention by the term "consisting essentially of". The examiner 
disagrees. As discussed above, it is noted in claim 1 , the applicants do not disclose the 
chemical formula or chemical name of the promoter component. Therefore, the 
examiner will interprets silane coupling agent and the phosphorous triphosphite in 
Wada's reference is part of the promoter component of mixture thereof. Further, it is 
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noted that applicants does not use the Markush language (i.e. "selected from the group 
consisting of) for the promoter in claim 8. Thus, the examiner interprets claim 8 is 
inclusive or open-end and does not exclude additional, unrecited elements for the 
promoter. Thus, the examiner certainly can interpret silane coupling agent and the 
phosphorous triphosphite in Wada reference are a part of the promoter component. 
Thus, the examiner still maintains the previous ground of rejections. 

Respect to previous ground of rejection under 35 USC 102(b) rejection as 
anticipated by Sumita ('421 ) or Sumita ('071 ) the applicants state "Neither the '421 
publication nor the '071 publication teach or disclose a packaging composition of the 
present invention which provides high glass transition temperatures, low retractive 
index, high light transmission and scratch resistance that does not contain the acrylic 
component or the mixture described herein above". The examiner disagrees. Again, as 
discussed above, it is noted the applicants do not disclose the chemical formula or 
chemical name of the promoter component. Therefore, the examiner will interprets the 
acrylic component in Sumita's reference is part of the promoter component of mixture 
thereof. Thus, the examiner still maintains the previous ground of rejections. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., "high glass transition temperature, low refractive index, high light transmission and 
scratch resistance) are not recited in the rejected claims. Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
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Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Binh X. Tran whose telephone number is (571)272- 
1469. The examiner can normally be reached on Monday-Thursday and every other 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nadine Norton can be reached on (571) 272-1465. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Binh X Tran 
Primary Examiner 
Art Unit 1792 

/Binh X Tran/ 

Primary Examiner, Art Unit 1792 



